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Claims 13-3 1 are pending in this application. 

DETAILED ACTION 

1 This action is responsive to the preliminary amendment filed on May 31, 2002. 

Double Patenting 

2 The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 

F 2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

3 Claims 1 3-3 1 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 18-26, 31 and 33-36 of 
copending Application No. 10/088247. Although the conflicting claims are not identical, they 
are not patentably distinct from each other because Kleen et al., Application No. 10/088247, 
claims a similar process for treating hair comprising applying to the hair a composition that 
comprises at least one enzyme having transglutaminase activity and at least one active substance 
having substrate activity for the enzyme having transglutaminase activity (see claims 18, 25 and 
33 of Application No. 10/088247), enzyme having transglutaminase activity comprises a 
calcium-independent transglutaminase (see claim 19 of Application No. 10/088247), active 
substrate having substrate activity comprises one protein or protein hydrolyzate of soya protein 
(see claims 20-21 of Application 10/088247), active substrate having substrate activity comprises 
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a synthetically functionalized substance (see claims 22-24 of Application No. 10/088247), the 
enzyme and the active substance are applied simultaneously or successively to the keratin fibers 
(see claim 31 of Application No. 10/088247), the composition left on keratin fibers for 3 minutes 
to 120 minutes (see claim 26 of Application 10/088247) and a multi-part kit for coloring 
(treating) keratin fibers (see claims 34-36), per the requirements of instant claims 13-31 of the 
instant invention. 

Although Kleen et al., Application No. 10/088247, claims a similar method, they are not 
identical, because Kleen, Application No. 10/088247, requires a colorant component to be 
present in the composition that applied by the method, wherein the instant claims do not require 
a colorant component to be present in the composition for treating keratin fibers. 

However, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to utilize such a process for treating keratin fibers without incorporating 
the colorant component in the composition that used by such a process. Such modification would 
be obvious because one having ordinary skill in the art would expect such a process to have 
similar properties to those claimed. 

This is a provisional obviousness-type double patenting rejection because the conflicting 

claims have not in fact been patented. 

Claim Rejections - 35 USC § 103 
4 The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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Claims 13, 15-20 and 24-26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bernard et al. (US 6,274,364 Bl). 

Bernard (US' 364 Bl) teaches a composition formulated as restructuring or setting 
lotions for hair (see col. 8, lines 15-20). The composition comprises a transglutaminase enzyme 
(see col. 6, lines 52-60) and at least one substance having substrate activity for the enzyme such 
as protein hydrolyzates, amino acid and plant extract (see col. 9, lines 17-22), active substance 
having substrate activity on the carbonyl group of a glutamine residue and of the amino group of 
a lysine residue (see col. 6, lines 55-57) and casein (see col. 13, line 30). 

Although Bernard et al, (US' 364) teaches a hair treating composition comprising 
transglutaminase enzymes and substance having substrate activity such as protein hydrolyze and 
casein, the reference does not require such a treating composition with sufficient specificity to 
constitute anticipation. 

However, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to apply such a composition to the keratin fibers by using such a method, 
because such a composition that comprises transglutaminase enzymes and substance having 
substrate activity of protein hydrolyze falls within the scope of those taught by Bernard et al. 
Therefore, one of ordinary skill in the art would have had a reasonable expectation of success, 
because such a composition is expressly suggested by Bernard et al disclosure and therefore is an 
obvious formulation. 

5 Claims 14, 21-23 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bernard et al. (US 6,274,364 Bl) in view of McDevitt et al. (US 6,051,033). 
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The disclosure of Bernard (US' 364 Bl) as summarized above, teaches a hair treating 
composition comprising calcium -dependent transglutaminase enzymes and substance having 
substrate activity of protein hydrolyze. Bernard et al., does not teach or disclose calcium- 
independent transglutaminase enzymes as claimed. Bernard et al, also does not teach that the 
composition can be applied to the hair simultaneously or successively for a limited time as 
claimed 

McDevitt (US' 033) in analogous art of hair treating formulations, teaches a method for 
treating wool fibers or animal hair comprising applying to the hair an aqueous solution that 
comprises a proteolytic enzyme and a transglutaminase which includes both calcium-dependent 
and calcium-independent transglutaminase (see col. 2, lines 24-28 and col. 7, lines 26-30), and, 
thus, McDevitt et al, clearly teaches the equivalency between calcium -dependent 
transglutaminase and calcium -independent transglutaminase which are both used in the same 
utility. It is also taught by McDevitt et al., that the enzymatic treatments can take place either as 
stand-alone steps or in combination with other treatments wherein the animal hair material is 
subjected to treatment with a transglutaminase either subsequent to or preferably simultaneously 
with a proteolytic enzyme treatment and wherein the enzymatic treatment steps are preferably 
carried out for a duration of at least I minute and less than 150 minutes (see col. 5, lines 13-28). 
It is further taught by McDevitt et al., that the method provides advantages with regard to 
improved shrink-resistance, and/or improvements of softness and handle are highly desired by 
the end-user, while minimizing fiber damage relative to existing degradative treatments of wool 
and other animal hair materials (see col. 2, lines 15-22). 
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Therefore, in view of teaching of the secondary reference of McDevitt et al., one having 
ordinary skill in the art would be motivated to modify the composition of Bernard by replacing 
the calcium -dependent transglutaminase with the calcium -independent transglutaminase as 
taught by McDevitt and to utilize such a method to apply to the hair the enzymatic composition 
simultaneously or successively for limited time. Such modification would be obvious because 
one would expect that the use of calcium -independent transglutaminase simultaneously or 
successively for limited time as taught by McDevitt would similarly useful and applicable to the 
analogous treating composition taught by the primary reference of Bernard et al. 

Conclusion 

6 The references listed on from 1449 have been reviewed by the examiner and are 
considered to be cumulative to or less material than the prior art references relied upon in the 
rejection above. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eisa B Elhilo whose telephone number is (571) 272-1315. The 
examiner can normally be reached on M - F (8:00 -5:30) with alternate Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yogendra Gupta can be reached on (571) 272-13 16. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Eisa Elhilo 
March 1, 2004 
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